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I. INTRODUCTION 

A. How to use this Guide 

This Guide addresses the challenges and pitfalls you can expect to encounter 
when protecting and exploiting your copyrights.  We adopt your perspective and 
language by avoiding legalese and legal pigeonholing.  Our goal is to help you spot 
problems before your intellectual property is compromised.  

Most of the information offered here applies globally, with an emphasis on 
Canada and the U.S. This Guide is not a comprehensive survey of the principles of 
intellectual property law.  At your request, we can recommend suitable resources. 
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B. Types of intellectual property distinguished 

The following chart briefly summarizes the characteristics of trade marks, 
copyright, patents and trade secrets.  In reality, each area of intellectual property is 
governed by entirely dissimilar principles.  Your first task is to learn to differentiate 
between the four main types of intellectual property.  To complicate matters, a single 
item may enjoy more than one type of protection. 

 

 Trade Marks Copyright Patents Trade Secrets 

 Function 
Avoid marketplace 
confusion; control 
use of symbols. 

Foster innovation with 
monopoly to exploit 
original expressions. 

Foster innovation with 
monopoly to use and 
sell novel inventions. 

Enforce duty to honour 
promise of secrecy. 

 Examples 

Word (COKE®), 
logo ( ), 
phrase, shape�        

Song, CD,  book, 
software, film, 
photograph, drawing. 

Product, process, 
formula, business 
model (U.S.). 

List, process, source 
code, practice, formula, 
recipe. 

 What  
 Can Be      

 Stopped 

Trading on another’s 
reputation by using 
similar name/brand. 

Copying, performing, 
transmitting substan-
tial part of work. 

Exploiting invention    
described in the 
claims. 

Disclosing, using secret 
by recipient under 
obligation. 

 What  
 Can’t Be   
 Stopped 

Use of similar, but 
non-confusing 
name. 

Use of ideas, non-
original expressions, 
insubstantial parts. 

Exploitation of similar 
technologies outside 
claims in patent. 

Use if information 
becomes public, is 
reverse-engineerable. 

 How   
 Acquired 

Use resulting in 
reputation and/or 
registration. 

Automatic upon 
creation; registration 
possible. 

By registration only. Automatic upon 
creation; registration 
not possible. 

 How    
 Lost 

Indefinite duration 
unless invalid. 

Expires 50-70 years 
after death of author 
(with exceptions). 

Expires 17-20 years 
after application. 

Indefinite duration 
unless become publicly 
available. 

 

II. WHAT IS PROTECTED & HOW?  

A. What is eligible for protection?  

Copyright restricts unauthorized dealings (e.g. reproduction and transmission) 
in fixed expressions of original literary, dramatic, musical and artistic works.  For 
example, copyright and similar rights allow owners to control the exploitation of: 

• Literary: book, brochure/website text, manual, computer code, compilation. 

• Artistic: photograph, drawing, plan, map, layout of brochure/website. 

• Musical: notes in a pop song or symphony, arrangement of a folk song. 

• Dramatic: script for a movie or play, choreography. 

• Sound Recording: CD, audio track of a film. 

• Translation: authorized French translation of an English book. 

• Adaptation: film based on a book, play based on a musical. 

• Performance: musician’s contribution to a recording (live or studio). 

• Moral Right: right to be named as creator, right to control changes. 
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The originality threshold is low.  It’s sufficient if the creator did not copy from a 
pre-existing work.  If two creators independently choose the same expression, both 
will be original.  Very simple creations can still enjoy copyright protection because the 
courts avoid assessing artistic merit.  A product brochure and a Carol Shields novel 
are equally eligible for protection.  

The term of protection generally exists for the life of the author plus 50 years in 
Canada and up to 20 years longer in the U.S. and Europe.  Under international 
treaties, Canadians can enforce their copyright in most countries and most non-
Canadians’ copyright is enforceable in Canada. 
 

B. Limitations of copyright 

Copyright is useful for stopping unauthorized copying of marketing materials 
and website content.  It is particularly important for those active in the entertainment 
and IT sectors, such as software developers, music and film companies, broadcasters 
and book publishers. While it can be invaluable for restraining certain competitive 
activities, the copyright monopoly is subject to significant limitations:  

• Only expressions are protected, as opposed to underlying concepts/ideas. 
Copyright will not prevent a competitor from expressing your idea differently. 

• Must be original.  If you have copied from other sources, copyright will not 
help you. Establishing originality in compilations (collections of facts, e.g. 
directories, lists, databases) and historical works can be problematic. 

• Insubstantial parts may be copied freely.  It is often difficult to predict 
whether a particular part is substantial, as the test is both quantitative and 
qualitative.  There are very few bright lines.  Small bits can be substantial. 

• The Copyright Act sets out a number of exceptions to infringement, such as 
fair dealing for private study, research, news reporting and criticism. 

• Many infringement actions fail because copyright ownership cannot be 
established, e.g. when the author’s identity and status are unknown. 

C. Registration, © symbol & notices 

Protection begins when an original work is created and fixed in tangible form 
(i.e. on paper, canvas, magnetic tape).  In other words, copyright arises automatically 
upon creation.  To help prove when a work was created, you can mail the finished 
work to yourself by registered mail, which you should only open in court.  It’s just as 
effective if your new works are filed with a third party (such as your lawyer), who is 
careful to document the date of receipt. 

A registration is, strictly speaking, not necessary to sue an infringer.  
Nevertheless, we recommend registration before commencing an action to facilitate 
proving ownership and refuting claims of innocent infringement.  Registration in the 
U.S. offers even more benefits (e.g. court can award more).   
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You should use the © symbol on materials prepared by your employees, or by 
contractors who have assigned their rights to you.  It’s customary to follow the © 
symbol with the year of first publication and the name of the owner, as shown on the 
title page of this Guide.  Such a copyright notice sends the message that the 
materials are protected by copyright, so infringers can’t claim ignorance.  It also 
allows a U.S. court to grant more relief after you establish infringement. 

 

 
III. ENFORCEMENT & CLEARANCE  

A. Establishing ownership  

It’s not obvious just how complicated establishing copyright ownership can be.  
Such problems have foiled many infringement suits and commercial transactions (e.g. 
sale, license of software).  As we’ll see, meticulous record-keeping is the solution. 

The trail to the copyright owner begins with the individuals who created the 
work (called “authors” regardless of the type of work).   Not all contributors qualify as 
authors.  While the legal test is complex, generally speaking, authors contribute 
original expressions (i.e. put in final form), as opposed to undefined ideas.   It’s best 
to err on the side of caution and treat minor contributors as authors. 

The general rule is that the author is the first owner, with two important 
exceptions.  First, copyright in a commissioned portrait or photograph is owned by the 
person who ordered and paid for the work.  Second, employers own the copyright in 
works their employees create as part of their job-related responsibilities.   
Nevertheless, creative employees are often asked to sign agreements stating that: 

• employer owns the employee’s creations of a specified type.  
• employee allows employer to modify work, use it in ads, not credit employee.   

The general rule (i.e. author is first owner) applies to outside contractors (e.g. 
graphic designers, software programmers) retained by you.  Such non-employee 
authors will own the copyright in their work product, unless it’s transferred in writing.  
Because many businesses assume the opposite, they don’t think to raise the issue.    

 

CANADIAN COPYRIGHT FACTS TOP 10 APPLICANTS 

Number of applications filed in 2008-09: 8424 
apps. 

Decrease from previous year: 897 apps. 

Percentage filed by non-Canadians: 12%. 

Nationality of most frequent foreign applicants:  
US (760);  Barbados (47); UK (26); Bermuda 
(29);  France (19);  Switzerland (23); Hong 
Kong, China; (11); Australia (11) 

Government fee: $65 

Pearson Education Canada  199 
Chrysler LLC   81 
Groupe Éducalivres  81 
Art for Everyday 63 
Warner Bros.  63 
Michel Varin 51 
Springboard Retail  43 
Northern Reflections 39 
Espe 36 
SOCAN 34 

Source: Canadian Intellectual Property Office 2008-09 Annual Report (most recent data) 
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It’s in a contractor’s best interest to remain silent, in which case you may use 
the contractor’s work only for the anticipated purposes.  To eliminate this uncertainty, 
the contractor and each author should confirm in writing: 

• You own all rights in the work product, authors waive moral rights. 

• Specifics of authors’ residency and citizenship. 

• Contractor/authors have no right to use, sell or license the work product. 

• Work product is original (i.e. not a copy of a previous work product). 

Archive all past contracts with employees and contractors.  This way you’ll be 
able to establish the chain of title starting with the author (e.g. in court actions or 
when selling or licensing your copyright).  Compiling this evidence after the fact can 
be very difficult.  Before acquiring rights in someone else’s copyright (e.g. by sale or 
license), demand such proof of ownership from the seller/licensor.  

B. Avoiding infringement  

To avoid a finding of copyright infringement, the text, graphics, music and 
other copyrighted material you use must fall into one of these categories:  

• Created from scratch by your employees. 

• Created from scratch by contractors who have assigned their rights to you. 

• Consented to (licensed) in writing by copyright owner (see next section). 

• Fallen into the public domain (i.e. copyright has expired). 

 Ensure that your writers don’t consciously rework (paraphrase) outside 
material.  It’s preferable to put the outside material aside and write “from scratch”.  
As we’ve mentioned, it’s not infringement to adopt underlying ideas and insubstantial 
expressions.  Still, side-by-side paraphrasing is a risky practice because the resulting 
work is often too similar to the original.  Writing from scratch reduces unnecessary 
“verbatim” copying, even a moderate amount of which can cause a judge to conclude 
that an infringement has occurred.  

However, unconscious copying (unintentionally copying from memory) can 
nevertheless be infringing.  Thus, even working from scratch can be problematic.  Ask 
your creators to be extra careful to avoid copying of all types. 

Curiously, websites include copied material no one would dream of using in 
print or broadcast media.  Copying digital material may be easy, but the owner’s 
consent is still required.  Posting material on a website in no way implies permission 
to copy. Treat websites no differently than other media like print and TV ads.   

Theoretically, you are free to use public domain materials (i.e. the copyright 
has expired).   In practice, this can be a risky approach, especially for works that are 
between 75-150 years old.    
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To determine if the copyright in a particular work has expired, you need to 
identify the authors and when they died, and, for the U.S., when the work was first 
published.  Obtaining this information can be very time-consuming, and certainty can 
be elusive. Moreover, new versions of old works (e.g. photo of Mona Lisa, collection of 
Shakespeare plays, arrangement of Mozart symphony) may enjoy separate, 
unexpired copyright. 

C. Obtaining clearance 

Obtaining permission to use someone else’s content can be frustrating.  Often 
consent is refused, or an excessive fee is demanded. If the owner refuses to consent, 
don’t use the materials; otherwise you will look dishonest in the court’s eyes.   

Your objective is to identify and locate the copyright owners, negotiate the fee 
(if any) and specify the permitted uses in a written agreement.  To ensure that the 
“true owner” consents, conduct due diligence and ask the licensor to warrant it owns 
the copyright.  You can confirm the ownership of copyright registrations by conducting 
online searches in government databases.  The URLs and main search pages for the 
Canadian and U.S. databases are as follows: 

• Canada: http://strategis.ic.gc.ca/cipo/copyrights/displaySearch.do?language=eng 

 
 

• U.S.: http://www.copyright.gov/search/cohm.html 
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What appears to be a single property may actually comprise several works, 
each with a different owner.  For example, to use a recording of a pop song in an ad, 
the composer, lyricist, publisher, record company and performers must consent. 

Before you acquire copyright rights (i.e. by sale or license), you should require 
the authors to waive their moral rights (e.g. their right to restrain certain changes to 
work and to be identified as author of work) in writing.  It’s quite possible the authors 
are different from the owner. 

Use collective societies (who act for copyright owners) and clearance agencies 
(e.g. stock photo houses).  The following chart lists the main Canadian collectives: 

LICENSED ACTIVITY OUTSIDE QUEBEC INSIDE QUEBEC 

public performance of music www.socan.ca www.sodrac.ca 

public performance of films www.acf-film.com www.acf-film.com 

recordings www.cmrra.ca www.sodrac.com 

photocopying www.accesscanada.com www.copibec.qc.ca 

retransmission of distant signals www.crc-scrc.ca www.crc-scrc.ca 

reproduction of music videos www.avla.ca www.avla.ca 
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For more information, please contact Paul Tackaberry, LL.B., LL.M. at: 
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Appendix “A”  

 
 

Copyright Resources on the Canadian Intellectual Property Office Website 

 
 

PUBLICATIONS 
 
Guide to Copyrights 
http://www.opic.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/h_wr02281.html 
 

Application Process 
http://www.opic.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr00039.html 
 

Filing a Copyright Application 
http://www.opic.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr00051.html  

 
LEGISLATION 

Copyright Act 
http://laws.justice.gc.ca/en/C-42/index.html 
 

Copyright Regulations 
http://laws.justice.gc.ca/en/C-42/SOR-97-457/index.html 

 
ORGANIZATIONS 

 
Copyright Reform Process (hosted by Industry Canada’s Intellectual Property Policy 
Directorate and Canadian Heritage’s Copyright Policy Branch) 
http://strategis.ic.gc.ca/eic/site/crp-prda.nsf/eng/Home 
 

Copyright Board 
http://www.cb-cda.gc.ca 
 

Library and Archives Canada - Legal Deposit  
http://www.collectionscanada.gc.ca/legal-deposit/index-e.html 
 

Intellectual Property Institute of Canada (IPIC)  
http://www.ipic.ca/ 

 

World Intellectual Property Organization (WIPO) 
http://www.wipo.org



Appendix “B” 

* Source: http://www.cipo.ic.gc.ca/eic/site/cipointernet-internetopic.nsf/eng/wr01212.html 

 

 

 
 

 



 
 
 

 

 

 

 


